united stat Department of commerce 

Washington, D.C. 20231 SI 




09/574,987 05/12/00 
r IM22/0508 

^™?fnf paten? counsel code 00012 

S ABSVSCE^IaN MESO ROOM 1,3 
S3510 SILVERGATE AVENUE 
SAN DIESO CA 9215^-5765 



DATE MAILED: 



Please find below and/or attached an Office c< 
proceeding. 



!0 mmunication concerning this application or 



3 f Patents and Trademarks 



Office Action Summary 



- The MAILING DATE of this communication appears on the ( 



Thao Tran 
jver sheer with the c 



:arol I 

jllli 



P TsHOrVeS STATUTORY PERIOD FOR REPLY .8 SET TO EXPIRE 
SlUNG DATE OF THIS COMMUNICATION 
. Extensions of time may be available under the 



MONTH(S) FROM 

rer, may a reply be timely filed 
num of thirty (30) days will 
IX (6) MONTHS from the mailing date of this 
become ABANDONED (35 U.S.C. § 133). 
ion, even if timely filed, may reduce any 



- Any reply received by the Office rater man » 

earned patent term adjustment. See 37 CFR 1 704(b). 

S ^]m Responsive to communication(s) filed on Apr 26, 2001 ■ 

nTt . ,. „ ic c ,MAi 2 b) K This action is non-final. 

Disposition of Claims 

4) |3 ri^imfs) 7-14 and 27-33 . ■ 



_ is/are pending in the applies 



4a) Of the above, claim(s) _ 
5)D Claim(s)____ 



'4 and 27-33 



6) 50 Claim(s)_7: 

7) D Claim(s)_ 

8) D Claims 



Application Papers 

9) □ The specification is 
10) □ The drawing(s) filed o 



is/are withdrawn from considers 

is/are allowed. 

is/are rejected. 

is/are objected to. 

re subject to restriction and/or election requirem 



objected to by the Examiner. 



is/are objected to by the Examiner. 

iS :ap approved b)Qdisapproved. 



11)D The proposed drawing correction filed on 

■\ 2) n The oath or declaration is objected to by the Examiner. 

^A^w™- 

a)D All b) □ Some* c) CNone of: 

1. □ Certified copies of the priority documents have been received 
^Certified copies of^ 

•see the attacheddetailed Office action for a list of the certified copies »«<^ 
14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 19( ). 



Attachment(s) 

15) 69 No,ice of Re,erences Citl 

16) □ Notice at Draftsperson's 
,7, □ information Disclosures 



i (PTO-892) 

atent Drawing Review (PTO-948) 
itement(s) (PTO-1449) Paper No(s). 



18) Dint 

19) Qnc 



'jfO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 5 




Application/Control Number: 09/574,987 



Page 2 



Art Unit: 1741 



DETAILED ACTION 



Election/Restriction 



1 . This is in response to the Reply received on April 26, 200 1 . 

2. Claims 7-14 and 27-33 are currently pending in this application. 

3 Claims 4-6 and 23-24 have been canceled; therefore, Applicant's arguments with respect 
to the Restriction Requirement are moot. 



4. Applicant is advised that should claim 14 be found allowable, claim 27 will be objected to 
under 37 CFR 1 .75 as being a substantial duplicate thereof. When two claims in an application 
are duplicates or else are so close in content that they both cover the same thing, despite a slight 
difference in wording, it is proper after allowing one claim to object to the other as being a 
substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form th 
basis for the rejections under this section made in this Office action: 



Claim Objections 



A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication 
on sale in this country, more than one year prior to the date of apphc 



this or a foreign country or in publ 
lion for patent in the United States. 



i public use < 
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6. Claims 7-14 and 27-33 are rejected under 35 U.S.C. 102(b) as being anticipated by Zirino 
(US Pat. 5,334,629). 

Zirino teaches an apparatus, comprising: a source of visible light for irradiating a solution 
with a wavelength and intensity to establish pH change in the solution and to cause a polymer in 
the solution undergo a change in volume when the solution is irradiated with the light (see Fig. 2; 
abstract; claim 1). 

Moreover, in regards to claim 7, applicant is reminded that the_solution and the polymer 
disposed in the solution are limitations on the material to be worked upon by the apparatus, and 
the manner by which an apparatus is operated is a process limitation. Both the material to be 
worked upon and the functional limitations have been held insufficient to patentably distinct over 
prior art when an apparatus claim is being considered for its patentability. See In re Young , 25 
USPQ 69 (CCPA 1935); In re Venner . 120 USPQ 193, 194 (CCPA 1958). 

In regards to claims 8-14 and 27-33, it has been known that the material to be worked 
upon by the apparatus has been held to have little patentable weight when an apparatus claim is 
being considered for its patentability. See In re Young, 25 USPQ 69 (CCPA 1935). 

In regards to claims 8-9 and 28-29, Zirino teaches the polymer being a polyelectrolyte 
fiber and the polyelectrolyte fiber being PAA-PVA (see claims 1 and 4). 

In regards to claims 10 and 30, Zirino teaches the pH change in the solution being within 
plus or minus 1 pH value of a null point pH value of the polyelectrolyte fiber (see claim 2). 
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In regards to claims 1 1 -12 and 31-32, Zirino teaches the polymer being a polymer gel and 
the polymer gel being an acrylamide gel (see col. 7, clines 7-8; claims 35-36, 38, 40). 

In regards to claims 13 and 33, Zirino teaches the pH change in the solution being within 
plus or minus 1 pH value of a null point pH value of the polymer gel (see claim 36). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Ron et al. (US Pat. 5,935,593). 



Contact Information 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Thao Tran whose telephone number is (703) 306-5698. The examiner can 
normally be reached on Monday-Friday from 8:30 a.m. to 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Kathryn Gorges, can be reached on (703) 308-3328. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 872-9310. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-0661 . 
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